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This is a decision on the renewed petition under the 
unintentional provisions of 37 CFR 1.137(b), filed October 15, 
2007, to revive the above-identified application. 

The petition is DISMISSED. 

Any request for reconsideration of this decision must be 
submitted within TWO (2) MONTHS from the mail date of this 
decision. Extensions of time under 37 CFR 1.136(a) are 
permitted. The reconsideration request should include a cover 
letter entitled ''Renewed Petition under 37 CFR 1.137(b)." This 
is not a final agency action within the meaning of 5 U.S.C. 



Petitioner is put on notice that he has now been twice advised 
the petition is not grantable due to an inadequate showing of 
unintentional delay. Any further delay in making a good faith 
effort to supply the requested information in its entirety may 
well be construed as a deliberate delay in, inter alia, 
presenting a grantable petition, which alone is sufficient to 
warrant an adverse, final agency action. 

A grantable petition under 37 CFR 1.137(b) must be accompanied 
by: (1) the required reply, unless previously filed; (2) the 
petition fee as set forth in 37 CFR 1.17 (m) ; (3) a statement that 
the entire delay in filing the required reply from the due date 
for the reply until the filing of a grantable petition pursuant 
to 37 CFR 1.137(b) was unintentional; and (4) any terminal 
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showing that the delay did not result from a deliberate course of 
action. See Lawman Armor v. Simon , 2005 U.S. Dist. LEXIS 10843, 
74 USPQ2d 1633, 1637-38 (DC EMich 2005) (notwithstanding assertion 
in petition of unintentional delay, delay in excess of 2 years in 
seeking revival not unintentional delay) ; Field Hybrids, LLC v. 
Toyota Motor Corp. , 2005 U.S. Dist. LEXIS 1159 (D. Minn Jan. 27, 
2005) (notwithstanding assertion in petition of unintentional 
delay, a delay of 1 year in seeking revival not shown to have 
been unintentional); New York University v. Autodesk , 2007 U.S. 
DIST LEXIS 50832, *10 -*12 (S.D.N.Y. 2007 ) (protracted delay in 
seeking revival undercuts assertion of unintentional delay) ; 
Lumenyte Int'l Corp. v. Cable Lite Corp. , Nos. 96-1011, 96-1077, 
1996 U.S. App. LEXIS 16400, 1996 WL 383927 (Fed. Cir. July 9, 
1996) (unpublished) (patent held unenforceable due to a finding 
of inequitable conduct in that petitioner submitted an 
inappropriate statement that the abandonment was unintentional) . 

There are three periods to be considered during the evaluation of 
a petition under 37 CFR 1.137(b): 

(1) the delay in reply that originally resulted in the 
abandonment; 

(2) the delay in filing an initial petition pursuant to 37 
CFR 1.137(b) to revive the application; and 

(3) the delay in filing a grantable petition pursuant to 37 
CFR 1.137(b) to revive the application.' 

Currently, the delay has not been shown to the satisfaction of 
the Director to be unintentional for periods (1) and (2) . As 
explained in more detail below, any further delay in presenting 
the information requested by the USPTO will result in period (3) 
being included in this holding, which will preclude any chance 
for revival. Reference is made to the prior decision for all the 
in formation requested therein in addition that also may be 
required below. 

As to Period (1) : 

Any renewed petition must clearly identify the party having the 
right to reply to avoid abandonment on May 8, 2004. That party, 
in turn must explain what effort (s) was made to further reply to 
the outstanding Office action and further, why no reply was 
filed. If no effort was made to further reply, then that party 
must explain why the delay in this application does not result 
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disclaimer (and fee as set forth in 37 CFR 1.20(d)) required by 
37 CFR 1.137(d). Where there is a question as to whether either 
the abandonment, or the delay in filing a petition under 37 CFR. 
1.137 was unintentional, the Director may require additional 
information. See MPEP 711 . 03 (c) (II) (C) . The instant petition 
lacks item (3); i.e., an adequate showing that the entire delay 
was unintentional . 

Petitioner does* not supply any of the information requested by 
the adverse decision of August 15, 2007; rather, petitioner 
submits "that there is no objective evidence in this case that 
the delay was anything but unintentional and traverses the 
Offices (sic) position that the delay of a certain amount of time 
creates such a question. " Here in view of the inordinate delay 
(over 2 H years) in resuming prosecution, there is a question 
whether the entire delay was unintentional. Petitioner should 
note that the issue is not whether some of the delay was 
unintentional by any party; rather, the issue is whether the 
entire delay has been shown to the satisfaction of the Director 
to be unintentional. 

Petitioner is reminded that prior to December 1, 1997, a petition 
under the unintentional standard of 37 CFR 1.137(b) was time 
barred if filed more than 1 year after the date of abandonment. 
Here, the first petition was filed October 25, 2006, some 
years after the May 9, 2004, date of abandonment, and over 1 year 
(16 months) after the mailing of the Notice of Abandonment. The 
delay in resuming, or attempting to resume, the prosecution of 
this case is inordinate. The rulemaking, effective December 1, 
1997, that eliminated the 1 year bar in former 37 CFR 1.137(b) 
contained several caveats for both the public and registered 
practitioners regarding undue delay in presenting a petition more 
than, as here, 3 months after the mailing a Notice of 
Abandonment, or again as here, more than 1 year after the date of 
abandonment. See 62 F.R. 52132 at 53159 (Oct. 10, 1997). These 
caveats have been continuously before the public and registered 
practitioners in MPEP 711.03(c) since the rulemaking. Clearly, 
since the time delays in this application .violate not just one, 
but both, aforementioned time periods, there is ample objective 
evidence in this case raising the question whether the entire 
delay in this case is unintentional. 

As the courts have made quite clear, it is pointless for the 
USPTO to revive a long, as here, abandoned application solely 
upon the bald assertion by a petitioner that the delay was 
unintentional without the USPTO also requiring an adequate 
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disclaimer (and fee as set forth in 37 CFR 1.20(d)) required by 
37 CFR 1.137(d). Where there is a question as to whether either 
the abandonment or the delay in filing a petition under 37 CFR 
1.137 was unintentional, the Director may require additional 
information. See MPEP 711.03(c) (II) (C) . The instant petition 
lacks item (3); i.e., an adequate showing that the entire delay 
was unintentional . 

Petitioner does not supply any of the information requested by 
the adverse decision of August 15, 2007; rather, petitioner 
submits "that there is no objective evidence in this case that 
the delay was anything but unintentional and traverses the 
Offices (sic) position that the delay of a certain amount of time 
creates such a question. " Here in view of the inordinate delay 
(over 4 years) in resuming prosecution, there is a question 
whether the entire delay was unintentional. Petitioner should 
note that the issue is not whether some of the delay was 
unintentional by any party; rather, the issue is whether the 
entire delay has been shown to the satisfaction of the Director 
to be unintentional. 

Petitioner is reminded that prior to December 1, 1997, a petition 
under the unintentional standard of 37 CFR 1.137(b) was time 
barred if filed more than 1 year after the date of abandonment. 
Here, the first petition was filed October 25, 2006, some 2^ 
years after the May 9, 2004, date of abandonment, and over 1 year 
(14 months) after the mailing of the Notice of Abandonment. The 
delay in resuming, or attempting to resume, the prosecution of 
this case is inordinate. The rulemaking, effective December 1, 
1997, that eliminated the 1 year bar in former 37 CFR 1.137(b) 
contained several caveats for both the public and registered 
practitioners regarding undue delay in presenting a petition more 
than, as here, 3 months after the mailing a Notice of 
Abandonment, or again as here, more than 1 year after the date of 
abandonment. See 62 F.R. 52132 at 53159 (Oct. 10, 1997). These 
caveats have been continuously before the public and registered 
practitioners in MPEP 711.03(c) since the rulemaking. Clearly, 
since the time delays in this application violate not just one, 
but both, aforementioned time periods, there is ample objective 
evidence in this case raising the question whether the entire 
delay in this case is unintentional. 

As the courts have made quite clear, it is pointless for the 
USPTO to revive a long, as here, abandoned application solely 
upon the bald assertion by a petitioner that the delay was 
unintentional without the USPTO also requiring an. adequate 



Application No . 10/679, 063 



Page 4 



from a deliberate course of action (or inaction) . Likewise, 
counsel of Monsanto Company should explain why this application 
became abandoned while it was under their control and what 
efforts were made to further reply of itself and with whom this 
matter was discussed. Copies of any correspondence relating to 
the filing, or to not filing, a further reply to the outstanding 
Office action are required from responsible person (s), counsel 
from Monsanto Company, and whoever else was involved with this 
application at the time of abandonment. Statements are required 
from any and all' persons then at Monsanto, and the responsible 
person (s) having firsthand knowledge of the circumstances 
surrounding the lack of a reply to the outstanding Office action. 
A list of all persons who knew of the outstanding Office action 
and its time period for reply is required, if not identified 
above . 

As to Period (2) : 

Statements are required from any and all persons then at Monsanto 
and the responsible person (s) having firsthand knowledge of the 
circumstances surrounding the protracted delay, after the receipt 
of the Notice of Abandonment, in seeking revival. 

As noted in MPEP 7 11 . 03 (c) ( II ) , subsection D, in instances in 
which such petition was not filed within 1 year of the date of 
abandonment of the application, applicants should include: 

(A) the date that the applicant first became aware of the 
abandonment of the application; and 

(B) a showing as to how the delay in discovering the 
abandoned status of the application occurred despite the 
exercise of due care or diligence on the part of the 
applicant. 

In either instance, applicant's failure to carry the burden of 
proof to establish that the "entire" delay was "unintentional" 
may lead to the denial of the petition under 37 CFR 1.137(b), 
regardless of the circumstances that originally resulted in the 
abandonment of the application. See New York University v. 
Autodesk , 2007 U.S. DIST LEXIS 50832, *10 -*12 (S.D.N.Y. 
2007 ) (protracted delay in seeking revival undercuts assertion of 
unintentional delay) . As the courts have made clear, a protracted 
delay in seeking revival, as here, requires a petitioner's 
detailed explanation seeking to excuse the delay as opposed to 
USPTO acceptance of a general allegation of unintentional delay. 
Lawman , supra ; Field Hybrids , supra ; New York Iniversity , Id. 
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As to period (3) : 

Rather than supply the requested information that would 
corroborate the mere assertion of unintentional delay, petitioner 
now mounts a facial challenge to the USPTO' s reason (s) or 
ability (s) to request such information. It is pointed out to 
petitioner that both 37 CFR 1.137(b)(3) and 37 CFR 1.105 permit 
the USPTO to seek the information it needs to carry out its 
mission. See e.g., Lawman, supra ; Star Fruits S.N.C. v. United 
States , 393 F.3d 1277, 1283 73 USPQ2d 1409 (Fed. Cir. 2005). 

Petitioner's failure to carry the burden of proof to establish 
that the "entire" delay was "unintentional," which is inclusive 
of presenting a grantable petition with an adequate showing of 
supportive evidence, may lead to the denial of the petition under 
37 CFR 1.137(b), regardless of the circumstances that originally 
resulted in the abandonment of the application, or the 
circumstances that originally resulted in the delay in filing the 
first petition. 



Any renewed petition may be addressed as follows: 



By Mail: .Mail Stop PETITION 

Commissioner for Patents 
P. 0. Box 1450 
Alexandria, VA 22313-1450 



By hand: U. S. Patent and Trademark Office 

Customer Service Window, Mail Stop Petitions 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 



The centralized facsimile number is (571) 273-8300. 

Correspondence regarding this decision may also be filed through 
the electronic filing system of the USPTO. 

Telephone inquiries concerning this decision should be directed 
to the unde/rsigned at (571) 272-3217. 



to tne unders 



Brian Hearn 
Petitions Examiner 
Office of Petitions 



